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Version of amended claims showing deletions and additions. 

Deletions are enclosed in brackets in blue print while additions are underlined in red print. 

1 . (amended) A decorative molding wrapping ffafl} film for decorating a motditm. ^aid 
; decorative molding wrapping film comprising at least one hot transfer inked foil carried"- oil a 
; carrier^} haying said at least one said hot transfer inked foil laminated onto a planar wrapping 

ffoHJ film thereby creating [a laminated] said decorative molding wrapping ffoft} film Ivheijein 
: said [laminated] carrier is removed from said decorative molding wrapping film and sjaid 

decorative molding wrapping ffott} fi]m is wound upon a roll for use in ffbHJ wrapping qf a 
substrat ef for us e as picture flame el e m e nt o r building trim piece] . 

2. (amended) A decorative molding wrapping film ffcii] as in claim 1 wherein sjaid 
1 i ') j 

[laminated] decorative molding wrapping ffbtf} film has [said carrie r s t ripped thcfcfrufuj afeud 
I ; • * j • 
i lamiqaltd wrapping foil the r eby becoming an intermediate layered foil, layering] at le^si one 

I other hot transfer foil layered onto said [interm e diate lay e red] decorative wrapp ing fftj$| ijm 

\ thereby creating [a laminated] said decorati ve molding wrapping ffbfl} film wherein skid 

\ [lamina te d] carrier is removed from said decorative molding wrapping film and said decorative 

^ m | ^ r 

! molding wrapping ffbiff fihn is wound upon a roll for use in ffatf} wrapping of a substi^t^Hfor 

use as picture Game cl e men t o r building trim piec e ] . • ' 

| 3. (amended) A decorative molding wrapping film [foil] as in claim 2 wherein- spjd 

1 [laminated] decorative molding wrapping ffbiQ film has [said car r ie r str i pped therefi i aift jfo r 

application t o a subs t ra t e, said laminated wrapping foil having] an adhesive applied to a! s#e of 

said [ layered ] decorative molding wrapping ffbtt} film opposite said one other hot transfer foil, 

\ said [laminated] decorative molding wrapping ffott} film wrapped about a substrate tp ;be 

) decorated. i ! 

j .4. (amended) A decorative molding wra pping fftnfl fihn as in claim 1 wher|in : s^id 

: i [laminated] decorative molding wrapping ffoH} film has [said carrier s tr ipp e d t her e fifoft for 

a pp l i ca t i o n to a subst r ate, said laminated w r apping foil hav i ng] an adhesive applied to aUidej of 
I Mi 

said [layered] decorative molding wrapping ffbtf} film opposite said hot transfer fdil, skid 

[laminated] decorative molding wrapping ffoft] film wrapped about a substrate to be decoraiejL 

5. (amended) A decorative molding wrapping film ffoi*} as in claim 1 wherein said at least 
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: one said hot transfer inked foil is a translucent hot transfer foil. 

6. (amended) A decorative molding wra pping film fftnt} as in claim 1 wherein said ai lfcast 
one said hot transfer inked foil is an opaque hot transfer foil. ; 

• (amended) A decorative molding wrapping film fftnt} as in claim 2 wherein said at lpast 
one said hot transfer inked foil is an opaque hot transfer foil. 

8. (amended) A decorative molding wra pping film ffbtt} as in claim 7 wherein said at least 
: one $aid other said hot transfer inked foil is a translucent hot transfer foil. 

' 9. (amended) A decorative molding wrapping film [foil] as in claim 2 wherein said at least 

j one said hot transfer inked foil is a translucent hot transfer foil. 

10. (amended) A decorative molding wrapping film ffbftj as in claim 9 whereirt s&i<p at 
least one said other said hot transfer inked foil is a translucent hot transfer foil. \ 

11. (amended) A decorative molding wrapping film [f o il] comprising at least bne ! hot 
| transfer inked foil carried on a carrier, said at least one said hot transfer inked foil latnihated 

onto an embossed wrapping film ffbrQ thereby creating a laminated embossed wrapping jpim 
ffetf} wherein said carrier is removed from said laminated embossed wrapping film and &ud 
embossed laminated wrapping film ffbtfl is wound upon a roll for use in ffotQ wrapping 6t a 
subsjtratef for use as picture frame element or building trim piece] . ' 
; 12. (amended) A decorative molding film fftnl} as in claim 11 wherein said embbSsed 

I laminated wrapping film ffbtfj has [said ca rr i e r stri p ped therefrom, sa i d embossed 1 l4»iM&d 

wra p ping foil ther e by bec o m i ng an i nte r mediate embossed layered foil, laye r ing] at Uast one 
j other hot transfer foil layered onto said [in t e r media te ] embossed layered film ffoaj itfefjeby 

! creating a laminated embossed wrapping film ffbHJ wherein said carrier is removed frbm fekt 

laminated embossed wrapping film and said laminated embossed wrapping film ffcfff i$ woiind 
j upon a roll for use in fftrir} wrapping of a substrate[ for use as picture frame element or building 

I trim piece]. \ [ \ 

13. (amended) A decorative molding film [f o il] as in claim 12 wherein said laminated 
embossed wrapping film [foil] has [said car ri er s t ripp e d there fr om for application to - g stlb jt i %tc 

• i , j: ' 

sa i d lami n ated embossed wrapping f oil having] an adhesive applied to a side of said hfciiindted 
embossed wrapping film ffetf} opposite said one other hot transfer foil, said laminated erhbbssed 
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wrapping film ffoffi wrapped about a substrate to be decorated. 

14. (amended) A decorative molding film ffoifl as in claim 11 wherein said la&iiha^ed 
embossed wrapping film [foil] has [said car rier stripp e d t he r e f rom fo r a pp lica t io n t o a sub str ate, 
sa i d lam i na t ed e m bossed w r a pp ing fo i l having] an adhesive applied to a side of said laminated 
wrapping film [foil] opposite said hot transfer foil, said laminated embossed wrapping filfo [fo i l ] 
wrapped about a substrate to be decorated. 

15. A decorative molding film [foil] as in claim 1 1 wherein said at least one said hot 
transfer inked foil is an opaque hot transfer foil. 

16. A decorative molding film [foil] as in claim 11 wherein said at least one Said hot 
transfer inked foil is a metallic hot transfer foil. 

17. A decorative molding film [foil] as in claim 11 wherein said at least one said hot 
transfer inked foil is a translucent hot transfer foil. 

18. A decorative molding film [f o il] as in claim 12 wherein said at least one laid W 
transfer inked foil is an opaque colored hot transfer foil. 

19. A decorative molding film ffoiff as in claim 12 wherein said at least one said other 
hot transfer inked foil is a metallic hot transfer foil. ) 1 

20. (amended) A decorative molding wrapping film ffoir} comprising at least bne hot 
transfer inked foil carried on a carrier, said at least one said hot transfer inked foil Having a 
portion of the ink thereon removed prior to being laminated onto a planar wrapping fifrn ; Hbttt 
thereby creating a laminated wrapping fil m [foil] having portions of the base color of said planar 
wrapping film ffoft} showing therethrough wherein said carrier is removed from said laftuhqted 
wrapping film and said laminated wrapping film [foil] is wound upon a roll for use in ; [ l oil] 
wrapping of a substrate( for use as picture frame element or building trim piece] . 
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FEES: 

Applicants have amended claims 1 - 20 such that a total of 3 independent claims ;:ar*di 17 
dependent claims remain in this application. It is believed by Applicants that no additional fees 
are required, however, Applicants respectfully request prompt notification in case missing fees 
are required in order correct such deficiency in a timely manner so that this amendment; will 1 be 
] fully responsive on the effective date thereof. 

; REMARKS: j ■ \ 

Si i ' 

\ This amendment is for the purpose of amending the Specification in the original application 

by amending claims 1 - 10 to render the claims definite, amend claims 1, 2, 11, 12 & id to 

\ remove use specific language therefrom, amend claims 3-10 and 13 - 19 to be consistent with 

the language and form of the previous claims in each chain and provide traverse of the rejections 
advanced by the Examiner, first with regard to claims 1-10 and separately with regard; to 

| claims 1 - 20 5 so that claims 1 through 20 remain in this application. 

The Official Action rejects claims 1 - 10 under 35 U.S.C. 1 12, second paragraph, 4s Ning 

i indefinite for failing to particularly point out and distinctly claim the subject matter. 

Specifically, in claim 1, the Examiner states that it is not clear if "a decorative molding wrapping 

| foil" or a "created laminated wrapping foil" is being claimed. Also in claim 2, the Ekamirier 

. j states that it is not clear if the "decorative molding foil", the 'laminated wrapping foil'*, pr the 

; 'Intermediate layered foil" is being claimed as the invention. First, Applicants believe th^t it 

would be helpful to set forth the many uses of the words "foil" and 'Yiira" and distiniguish 

; between these words here to alleviate some common confusions. 

Decorative wrapping foils are defined as "cellulose papers weighing between 40 ' 
and 200 grams per sq. meter... impregnated with a blend of resins..." though tHese ; 
impregnated papers ". . .do not require a topcoat to be considered a foil." ; 
' \ Laminating Materials Association, Inc. at www.lrim.otlg . 

Decorative wrapping foils may be provided with or without a top coat. 

= Hot transfer foils are an ink layer removably affixed to a carrier and "involve; the 

| Straub, et ai., Docket 20003 1 0 July 08, 2002 
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transfer of a complete coating system from a carrier film to a substrate by means of 
heat and pressure. When transferred at the point of contact between heated roller in<jl 
substrate, the coating system provides both a decorative effect and a protective layer to 

provide specified end use properties. The foils are gravure printed in reverse sequence 

\ ' i 

on a co-polymer film. " www.tmfr.^rg 


"A metallic or pigmented coating on plastic sheets or rolls used in foil stamping qhd 
foil embossing" is defined as a foil by PrintUSA at www.PrintUSA.com and thus the 
coating system may be either metallic or pigmented. Further, as found here, the do&ifcgs 
themselves are oftentimes referred to as foils. 

The Foil Center at www.foilcenter.com defines foils as "flat-rolled products 
0.0059 inches or less in thickness." Thus, the substrate may also be called a foil ■ 

wherein the most common use of the term foil is a reference to Aluminum foil. ! ! [ 

I ■ i 

Emboss: c *press an image into paper so it lies above the surface. Also called I 
cameo and tool." www. printindustrv.com/gloss^ry, htm 

<c Embossing - A process performed after printing to stamp a raised i(tif 
depressed) image into the surface of paper, using engraved metal embossing dies, ' 
extreme pressure, and heat. Embossing styles include blind, deboss and foil-embossed." : 

www, ou . edu/spectal/printing/glossafv ihfeil 


c< Vinyl Film, made of polyvinyl chloride (PVC), is used for decorative surfacing ■ 
and may be either clear or solid color. If it is clear, it is printed on the reverse side to ■ 
protect the print. If it is a solid color, the printing is on the top. Vinyl films are divijtleB ; 
Into six categories." www.frna.9rg . 


One film is a wrapping film. 

''Wrapping Films are calendered or extruded rigid vinyl films in gauges from 
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.005" to .010" (127.0 - 254.0 im). Film may be printed in wood grain or decorative 
patterns. Films may be embossed and may be coated with scratch and stain resistknt : 

; coatings and primed to promote adhesion. Films are designed for wrapping profiles ; 

) and can also be flat laminated and miterfolded." www.lrtiaioj-g . 

: Unfortunately, Applicants used the terms^foil" and "film" interchangeably throughput the 

specification^ commonly occurs in the industry, wherein, in fact, "film" should be used in the 
sense of a polymeric j^papgr sheet used to wrap around a substrate as in the definition of'Viftyl 
wrapping films" in the definitions provided by the Laminating Materials Association Uhown 
above whereas 'Toils" should be used for the thin transfer product deposited on a carrier ajnd 
thereafter transferred to a substrate in a transfer process. Applicants should have use& these 
terms properly in the specification and claims and, therefore, in this amendment to the* claiiris 
and tjhroughout the remarks will use "film" to denote a sheet to be wrapped about a substrate, 

i "foil"; to indicate a transfer product and "carrier 7 ' to indicate the backing sheet for a 'Toil"! 

Returning to the rejection based on 35U.S.C. 112, second paragraph, Applicants have 

i amended claims 1 - 10 to recite that the "decorative molding wrapping film" is the Claimed 

. J element and that terms deemed to be indefinite have been deleted from the claims.(eitiphdsis 

. j added) Applicants aver that the claimed element is a "decorative molding wrapping filra'j as tjtie 

! decorative molding wrapping film is a wrapping film for wrapping about a decorative nioldijrig 

substrate. The claimed element, a "decorative molding wrapping film," is thus a preMbubly 
prepared plain wrapping film (usually already painted, hot ink transferred or otherwise cbvefed 

\ with one layer of decoration) having a hot transfer foil laid upon and transferred to the sulfice 

] of thb plain wrapping film, stripping the carrier from the hot transfer foil and thereafter wra|>pied 

into a roll for later use in wrapping a substrate. Applicants have further amended claims 1 1 - 120 
: ! to recite that it is a "decorative molding film" that is the claimed element. As will be disciis^ed 

below with reference to the cited prior art, Applicants will show that none of the pHor art 
includes a previously prepared wrapping film having at least one hot transfer inked foil 

; laminated thereonto and therefore Applicants believe that claims 1-20 distinguish over! all the 

prior art. Having amended claims 1 - 10 to remove indefinite elements therefrom, Applicants 
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believe that claims 1-10 now have been put in condition for allowance and respectfully jrequest 
reconsideration and allowance thereof. 

The Official Action rejects claims 1 - 20 under 35 US.C. 103(a) as being unpatentable oVer 
Sues3, et al., U. S. Patent 5,985,078 in view of Abrams, U. S. Patent 5,908,527. Aj^licdiits 
respectfully provide traverse of the Examiner^ rejections based on Suess, et al, in vieW of 
Abrams, '527, as follows. Bearing the above definitions in mind, the double printed hot *ran£fer 
foil etched by Suess, et al., is merely one of a multitude of hot transfer foils, but it is hot a 
metallic pigmented hot transfer foil but rather a lacquer, according to Suess, et al! 7 miore 
commonly called an "ink." In Suess, et al, the metallic foil is only recited as a carrier along 
with: plastic carriers, not as the transfer coat. See at line 52 in column 2 and again in c61iim|n 3 
at line 16, wherein the only two references to metal in Suess, et al., refer to the carried ijt is 
believed by Applicants that Suess, et al., use the words "embossed foils" to indicate the standjard 
hot transfer foil widely used in the industry because Suess, et al., do not refer at anyitiine to 
raising or depressing the surface using heat and pressure but rather describe the common 
practice of transferring an ink (lacquer) to a machine face causing the ink layer(s) to be released 
from the carrier. Now referring to column 3, in lines 62 - 67, Suess, et al., are? merely 
describing the well known process of applying the ink, paint or lacquer layers to the polyester 
backing carrier including the adhesive layer, column 5, line 1, for use in the various industries. 
In column 4, lines 29 - 35, Suess, et al., are merely describing the known processes' of 
transferring the ink, paint or lacquer layers to a machine. The decorative pattern referred; to in 
Suess, et al., in column 4, lines 56 - 58 and in column 7, lines 14 - 16 is by virtue of the;e£eHing 

s 

of Suess, et al., and cannot be asserted to include all decorative patterns as such an assertion 
would be greatly broadening the disclosure of Suess, et al. As stated above, Suess, et at, Use 
the term 'foil' to indicate standard hot transfer foils of the industry. In fact, these various hot 
transfer foils are used by Applicants in decorating the decorative wrapping films' of this 
invention. Suess, et al,, do not decorate another decorative film, and specifically do notHranfcfer 
ink layer(s) to decorate a decorative wrapping film but merely etch the outer layer of the double 
printed hot transfer foil after transferring the coating system from the double printed hot transfer 
to the machine. Thus, beginning at the machine, Suess, et al., have only a substrate (the 
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machine), an adhesive layer, a second colored lacquer layer, a first colored lacquer layer 
(subsequently etched) and a protective lacquer layer thus describing the common krinsfer 
process. The improvement of Suess 3 et al., is to etch the outer layer(s) after transferring the'ink 
and removing the carrier. Applicants, however, provide an adhesive, a decorative v^ra^piihg 
film, wherein a top coat may have been previously applied to the decorative wrapping jfilm^ an 
adhesive layer, at least one hot transfer foil of lacquer, print or ink layered upon the ;original 
decorative wrapping film as a new decorative wrapping film as claimed in claims 1 - i20, 
whereafter this new decorative wrapping film is to be wrapped about a separate substijatfe tn a 
subsequent wrapping operation. Applicants have the hot transfer ink foils transferred f^om ;the 
carrier in the process of applying same to the decorative wrapping film to make the decorative 
wrapping film of this invention whereas in Suess, et a!., the lacquers are either attached toithe 
carrier prior to etching or to the machine during and after etching and thus the lacqueri do not 
exist as a separate intermediate product. Thus, the commonly known foils described in Subs, 
et al., are used by Suess, et al, to etch the outer layer but are used by Applicants to ctecofate 
another decorative surface, that is, the decorative wrapping film whether the detorative 
wrapping film has a top coat thereon or not, Suess, et al., is therefore inapplicable to the 
disclosure of Applicants and thus the combination with Abrams, *527, is moot, hbweVer, 
Applicants also wish to differentiate the instant disclosure with that of Abrams, 4 527. 

Abrams, '527, uses the term 'foil' in the common sense, that is, an aluminum foil $hfcet 
Applicants have admitted both the Abrams, patents, '527 and '844 as multi-layered laminate 
coverings for packages wherein both sides of a plastic material have printing thereon wherein a 
first surface is printed and overlaid with an adhesive with this surface then applied \o] an 
aluminum foil web. The second surface of the plastic carrier is then printed, overlaid Vritfo a 
lacquer and a dry bond adhesive applied to the lacquer layer. Note that Abrams, '527 and 844, 
retains the plastic carrier over the first printing. Applicants, on the other hand, reniove- the 
carrier in the process of transferring the hot transfer ink foils to the surface of the defcorative 
wrapping film and thus Abrams, '527 or '844, does not teach, suggest or claim that a new 
decorative wrapping film is created by the marriage of a decorative wrapping film with- at lfcast 
one hot transfer foil as claimed by Applicants. The aluminum foil of Abrams, 6 527 and '844, is 
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just that, a sheet of aluminum foil to be used to cover the blister pack and not to be \ynipped 
about a substrate. The structure of Abrams, '527 and '844, is not a decorative wrapping filni as 
it has no decoration and cannot be asserted to include a decorative pattern as such an assertion 
would be greatly broadening the disclosure of Abrams, c 527 and '844. Simply put, Sues$, et^al., 
have, only a substrate (the machine) with one layer of ink(s) and no carrier, Abrams, c 527 and 
'844, has a substrate, an aluminum foil covering, a carrier with printing on both sides while 
Applicants have the substrate, a decorative wrapping film with additional decorative ii^c(js)= on 
the decorative wrapping film having removed the carrier in the process of transferring the iftkj(s). 
Suess, et al., in view of Abrams, *527, would teach the substrate (blister pack) of Abrams, '527, 
the aluminum foil of Abrams, '527, the ink(s) of Suess, et al., with the outer layers of ink hayihg 
been etched after application to the aluminum foil and the blister pack. Applicants prpvidje a 
joinder of two decorative films, the decorative wrapping film and the at least one hot transfer 
foil. . In claims 11-19, Applicants use an embossed decorative film, that is, a wrapping film With 
actual raised and lowered portions created by an embossing process as the decorative wrapping 
film, which is then further married to at least one hot transfer foil to decorate the erbbbsised 
surfaces, quite unlike either Suess, et al., Abrams, '527 or '844, or Suess, et al., in VieW of 
Abrams, '527. To apply the etching of the ink of Suess, et al., to the plain aluminum fbiJ of 
Abrams, '527, and assert that this combination is Applicants* invention greatly broadens b6th 
Suess, et al., and Abrams, *527 and '844. Thus, Applicants believe that the instant invinfiort is 
fully patentable over Abrams, '527, or Suess, et al., or Suess, et al., in view of Abrarfis, 4 527. 
Applicants respectfully request reconsideration and allowance of claims 1 - 20. i 

The Official Action rejects claims 1-10 under 35 U.S.C. 103(a) as being unpatentable pver 
Abrams, U. S. Patent 5,653,844 in view of Nelson, U. S. Patent 4,724,026. Applicants 
respectfully provide traverse of the Examiner's rejections based on Abrams, 6 844 in View of 
Nelson as follows. Applicants have previously set forth that Abrams, '527 is inapplicable 
standing alone or in combination with Suess, et al., as Abrams, 4 527 cites only printing; on fcoth 
sides of a thermoplastic outer layer adhesively applied to an aluminum foil which is theri applied 
to a blister package. Abrams, "844, recites the same disclosure and thus the structure,; method 
and use is the same as in Abrams, c 527. Thus, it is clear to those in the industry Ithat the 
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disclosure of Abrams, '844, is an aluminum foil laminate, not a decorative wrapping 
film. (emphasis added) To apply Abrams, '844, to the decorative wrapping industry is to extend 
the monopoly enjoyed by Abrams, '844, in the packaging industry to all other industries. 
Similarly, Nelson is a process of enhancing the tops of printed characters and thus! only 
selectively applies a metallic pigmented hot transfer coating on small xerographic images- appiied 
to paper in a xerographic process. Nelson provides the adhesive to adhere to xerographic 
images and thus provides only a metallic pigmented hot transfer foil coating carried on $ earner 
as is well known in the art. As with Suess, et a!., Nelson uses a commercially availkbfe |hot 
transfer foil, wherein the hot transfer foil is a metallic pigmented hot transfer foil in place pf the 
ink layers. In one embodiment, the commercially available metallic pigmented hot transfer foil 
referred to in Nelson is also used on the various wrapping films in Applicants' disclosure to 
provide for the novel decorative wrapping film. Furthermore, Nelson does not wrap -the 
xerographic sheet as a decorative wrapping film around a substrate nor does Nelson ;disc(iss, 
suggest or claim such a structure or process. Nelson is a printed sheet and only a print4d shjeet. 
Merely having a metallic pigmented face on the characters does not extend Nelson intjo ! the 
other industries nor does combining Nelson with Abrams, '844,. Nelson, alone, comprises a 
printed paper with a metallic pigmented coating on the printing wherein the printing Und ! the 
additional metallic pigmented coating on the print cover a minor portion of the sheet df paj>er, 
typically on the order of 5 - 20 %, the remainder being discarded; Applicants provide cjoveriage 
over a substantial portion of the decorative wrapping film. In Nelson, it is the print that: acjespits 
the metallic pigmented foil, not the metallic pigmented foil that accepts the print and therefore 
most of the hot transfer metallic pigmented foil is lost. 

Abrams, '844, comprises a substrate (the blister pack), an aluminum foil covering, a Carbier 
with printing on both sides again with only 5 - 20 % coverage as is typical in priming of 
characters. Abrams, c 844, in view of Nelson would then have printing on both sides ofja paper 
sheet with a metallic pigmented coating on the tops of the characters covering only !a minor 
portion of the surface area of either side, the structure then applied to a blister pack, -not 
wrapped about a substrate. Obviously, the enhanced portions of the characters on the inside 
against the aluminum foil would be hidden from view. Thus, Abrams, '844, in view of Nelson 
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does not suggest, teach or claim the unique combination of Applicants wherein one decorative 
wrapping film is further decorated with at least one hot transfer foil applied thereto knd 
therefore, Applicants believe that claims 1 - 10 now stand allowable. Applicants believe IthaUhe 
traverse here presented clearly shows that none of the patents cited by the Examiner, standing 
alone or in any combination, are applicable to Applicants disclosure and therefore, Applicant 
firmly believe that the rejections advanced by the Examiner have been overcome. Applicants 
respectfully request reconsideration and allowance of claims 1 - 20. 

Applicants have amended claims 1 - 10 to overcome the Examiner's rejection of dims- 1 - 
10 based on 35U.S.C.112, second paragraph, have further amended claims 1, 2, 11, 12; and 20 
to remove the specific use language, have amended claims 1 - 20 to change the word Hfbfli to 
'film" when referring to the decorative wrapping film, have provided traverse of the rejettiort of 
claims 1 - 20 based upon 35 U.S.C. 103(a) and further provided traverse of the additional 
rejection of claims 1 - 10 based upon 35 U.S.C.103(a) thereby placing this application, in 
condition for allowance. Thus, claims 1 - 20 remain in this application and Applicants 
respectfully request allowance thereof. i 

In view of the above, an Action on the merits of this application, as amended, knd an 
allowance thereof is respectfully requested. 
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